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Bef ore Si mms, Seeher man and Hanak, Adm nistrative
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Opi ni on by Hanak, Adm nistrative Trademark Judge:

Pl iant Technol ogies, Inc. (applicant) seeks to
register ELF in typed drawing formfor a “house mark for
a conplete line of conputer prograns that use a non-
hi erarchical structure for the organization, storage,
integration and retrieval and exchange of data,
information and applications.” The intent-to-use
application was filed on June 30, 1999.

Citing Section 2(d) of the Trademark Act, the
Exam ni ng Attorney refused registration on the basis that
applicant’s mark ELF, as applied to applicant’s goods, is

likely to cause confusion with the identical mark ELF,



previously registered in typed drawing form for “conputer
progranms and
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instructional manuals sold as a unit for spreadsheet and
gr aphi cs-based statistical data entry, manipulation and
anal ysis.” Registration No. 1,368, 757.

When the refusal to register was made fi nal
appl i cant appealed to this Board. Applicant and the
Exam ning Attorney filed briefs. Applicant did not
request a hearing.

In any likelihood of confusion analysis, two key,
al t hough not exclusive, considerations are the
simlarities of the marks and the simlarities of the

goods. Federated Foods, Inc. v. Fort Howard Paper Co.,

544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976) (*“The
fundamental inquiry nmandated by Section 2(d) goes to the
cunmul ative effect of differences in the essenti al
characteristics of the goods and differences in the
mar ks. ")

Considering first the marks, they are identical.
Thus, the first Dupont “factor weighs heavily against
applicant” because the two word marks are identical. In_

re Martin' s Fanous Pastry Shoppe Inc., 748 F.2d 1565, 223




USPQ 1289, 1290 (Fed. Cir. 1984).

Turning to a consideration of applicant’s goods and
registrant’s goods, we note that because the nmarks are
identical, their contenporaneous use can lead to the
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assunption that there is a common source “even when [the]
goods or services are not conpetitive or intrinsically

related.” In re Shell Ol Co., 992 F.2d 1204, 26 USPQ2d

1687, 1689 (Fed. Cir. 1993).
However, in this case we find that applicant’s goods

as described in its application and registrant’s goods as

described in its registration are clearly related. The

foregoing underlined words are critical because our
primary review ng Court has made it abundantly clear that
“t he question of |ikelihood of confusion nust be

det erm ned based on an analysis of the mark as applied to
t he goods and/or services recited in applicant’s
application vis-a-vis the goods and/or services recited
in [registrant’s] registration, rather than what the

evi dence shows the goods and/or services to be.”

Canadi an | nperial Bank v. Wells Fargo Bank, 811 F.2d

1490, 1 USPQ2d 1813, 1815 (Fed. Cir. 1987).



Applicant seeks to register ELF as a “house mark for

a conplete line of conputer prograns that use a non-

hi erarchical structure for the organi zation, storage,
integration, retrieval and exchange of data, information

and applications.” (enphasis added). Registrant’s ELF
3
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registration is for “conputer programs and instructional

manual s sold as a unit for spreadsheet and graphics-based

statistical data entry, manipul ation and anal ysis.”

(enphasis added). The term “data entry prograni is
defined as “an application programthat accepts data ...

and stores it in the conputer.” The Conputer G ossary

(9th ed. 2001) (enphasis added). Thus, applicant’s
conplete line of conputer programs for the storage of
data is clearly related to registrant’s conputer prograns
for data entry. Indeed, but for differences in
term nol ogy, it appears that applicant’s conplete |ine of
conputer prograns as described in the application and
registrant’s conputer prograns as described in the
registration are, in part, essentially the sane.

In arguing that its goods are different from

regi strant’s goods, applicant disregards the teachings of



Canadi an | nperi al Bank and instead focuses on the

purported differences in applicant’s actual goods and
registrant’s actual goods. |In this regard, applicant
attached to a paper dated May 10, 2000 what purports to
be registrant’s web page describing registrant’s ELF
conputer progranms. Based upon this visit to registrant’s
web page, applicant argues that
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its actual conputer programs and registrant’s actual
conputer prograns are different. For exanple, at pages 2
and 3 of its brief, applicant argues that its conputer
programs are of a non-hierarchical structure, whereas
regi strant’s conputer prograns enpl oy a hierarchical
structure. There are two problenms with applicant’s
argument. First, applicant has made of record no

evi dence showi ng that registrant’s actual conputer
prograns are limted to those using a hierarchical
structure as opposed to a non-hierarchical structure.
Second, and of even greater inportance, is the fact that
even if applicant had made of record such evidence, this
evi dence pertaining to registrant’s actual goods woul d be

of no consequence because pursuant to Canadi an | nperi al




Bank, this Board nust consider registrant’s goods as
described in the registration. Registrant’s description
of its goods is broad enough to include both conputer
programs of a hierarchical and non-hierarchical nature.
One final comment is in order. At page 3 of its
brief applicant argues that the purchasers of its actual
conputer progranms are sophisticated and exercise a high
degree of care in purchasing applicant’s actual conputer

progr ans
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because (1) applicant’s actual conputer prograns are
expensi ve, and because (2) applicant’s actual conputer
prograns are “critical to the success of the purchaser’s
web site.” Again, applicant’s argunment suffers fromtwo
defects. First, applicant has made of record no evidence
denonstrating that its purchasers are sophisticated; that
its conputer prograns are expensive or that its conputer
programs are critical to the success of the purchaser’s
web site. However, even if opposer had made of record
evi dence denonstrating the foregoing features of its
actual conmputer progranms, applicant’s own chosen

descri ption of goods is far broader than what applicant



contends that its actual goods are. Again, it nust be
remenbered that applicant seeks to register the identical

mark ELF for a “house nmark for a conplete |ine of

conput er progranms that use a non-hierarchical structure

for the organization, storage, integration retrieval and
exchange of data, information and applications.”
(enmphasi s added). The words “conplete |ine of conputer
programs” clearly indicate that applicant is seeking to
gain registration rights in its mark ELF for a very broad
range of computer prograns.

I n summary, based upon the fact that applicant seeks

to
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register the identical mark ELF for conputer prograns
which, at least in part, overlap registrant’s conputer
prograns as described in the cited registration, we find
that there exists a |ikelihood of confusion resulting
fromthe contenporaneous use of the identical mark ELF by
applicant and registrant.

Deci sion: The refusal to register is affirnmed.






